
IN THE UNITED STATES DISTRICT COURT
FOR THE NORTHERN DISTRICT OF ILLINOIS

EASTERN DIVISION

ALFDEX AB and ALFA )
LAVAL CORPORATE AB, )

)
Plaintiffs, )

)   No. 14 CV 50038
)

v. )   Honorable Judge John Z. Lee
)
)   Magistrate Judge Michael T. Mason

HENGST SE & CO. KG, )
)

Defendant. )

ORDER 

WRITTEN OPINION entered by Magistrate Judge Michael T. Mason: The parties
joint discovery motion No. 2 [126] is resolved as set forth below.  

STATEMENT

Plaintiffs Alfdex AB (“Alfdex”) and Alfa Laval Corporate AB (“Alfa Laval”) initiated
this action against Paccar Inc. alleging infringement of U.S. Patent Nos. 6,821,319 (the
‘319 patent) and 6,755,896 (the ‘896 patent), which relate to products and methods of
cleaning crankcase gases emitted from the diesel engines used in medium and heavy-
duty trucks.  Shortly thereafter, Hengst SE & Co. KG (“Hengst”), the manufacturer and
supplier of the purportedly infringing product, sought and was granted leave to intervene
in this action as a defendant.  Plaintiffs and Paccar have since resolved their dispute,
leaving plaintiffs and Hengst as the remaining parties.  

As set forth in the operative pleading [98], Alfdex and Alfa Laval are organized
under the laws of Sweden.  Alfa Laval owns the ‘319 patent, entitled “Method and an
Apparatus for Cleaning of Gas,” which was issued by the U.S. Patent and Trademark
Office on November 23, 2004.  Alfdex is a licensee under the ‘319 patent.  Alfdex owns
the ‘896 patent, entitled “Method of Cleaning Crankcase Gas and a Gas Cleaning
Separator.”  That patent was issued by the U.S. Patent and Trademark Office on June
29, 2004 and was assigned from Alfa Laval to Alfdex.  Hengst, a German corporation, 
is accused of manufacturing and importing infringing products to Paccar and one or
more other third parties in the United States.  Hengst filed its answer and counterclaim
[99], seeking a declaratory judgment of noninfringement and invalidity of both the ‘319
and ‘896 patents.  Hengst has since sought leave from Judge Lee to amend its
responsive pleading to add the defense of unenforceability due to inequitable conduct.   
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Discovery is ongoing and the parties have reached an impasse regarding entries
1-26 of plaintiffs’ June 2, 2014 privilege log, each of which plaintiffs withheld or redacted
based on the attorney-client privilege and/or the work product doctrine.  (Mot. at Ex. A.) 
According to Hengst, those documents fall into two categories: (1) improperly withheld
or redacted documents reflecting communications between Alfa Laval’s in-house patent
department and Alfa Laval employees in Sweden concerning non-U.S. activities (Nos.
5-26); and (2) the partially redacted “Patent Assignment and License Agreement”
between Alfa Laval and Alfdex, and the fully redacted attachments thereto (Nos. 1-4). 

With respect to the first category of documents, Hengst argues that, under
Swedish law, which it believes must be applied, full production of the documents is
required.  Even if U.S. law is applied, Hengst believes that plaintiffs have waived the
attorney-client privilege at least with respect to document Nos. 8 and 9.  As for the
License Agreement and accompanying exhibits, Hengst contends that those documents
do not satisfy the criteria required to assert the attorney-client privilege under Seventh
Circuit law.  Hengst asks that any ruling requiring the production of documents be
extended to cover any related deposition testimony and to any similar types of
documents listed on plaintiffs’ August 1, 2014 privilege log.  
 

For their part, plaintiffs categorize the first set of documents (Nos. 5-26) as
communications between Alfa Laval’s in-house patent agents or attorneys and Alfa
Laval employees that relate to both Swedish and U.S. patents and patent applications. 
In plaintiffs’ view, “most, if not all” of the documents (Nos. 1-4, 8-9, 10-22) “touch base”
with the U.S. and, as a result, can be reviewed and found privileged under U.S. law. 
Alternatively, plaintiffs contend that even if the Court determines that Swedish law
should be applied, the documents remain privileged under a 2010 amendment to the
Swedish privilege law.  Plaintiffs further dispute any waiver of privilege with respect to
document Nos. 8 and 9.  As for the License Agreement and attachments (Nos. 1-4),
plaintiffs argue that they properly redacted portions that relate to patent portfolio and
patent protection strategies in the U.S. because Alfa Laval and Alfdex comprise a joint
venture with common interests entitled to protection of the attorney-client privilege.  

Category 1: Communications between Plaintiffs’ Employees and Foreign Patent
Agents or Attorneys 

We begin with the first category of documents reflecting communications
between Alfa Laval patent agents or in-house counsel and employees of Alfa Laval
(Nos. 5-26).  Again, plaintiffs either redacted (Nos. 5-9) or withheld completely (Nos. 10-
26) those documents, citing the attorney-client privilege and the work product doctrine. 
At the outset, we must determine whether to review these documents under U.S. or
Swedish privilege law. 

Both parties essentially ask us to apply the “touching base” test to determine
whether to apply U.S. or Swedish law.  Under that test, “communications that relate to
activity in a foreign country are governed by that country’s privilege law, while
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communications that ‘touch base’ with the United States are controlled by United States
privilege law.”  AstraZeneca LP v. Breath Ltd., No. 08-1512, 2011 WL 1421800, at *5
(D.N.J. Mar. 31, 2011) (quoting Tulip Computers In’l B.V. v. Dell Computer Corp., 210
F.R.D. 100, 104 (D. Del. 2002)).  If the communications only have an “incidental
connection” to the United States, “the privilege issue will be determined by the law of
the foreign nation.”  AstraZeneca, 2011 WL 1421800, at *5 (quoting VLT Corp. v.
Unitrode Corp., 194 F.R.D. 8, 16 (D. Mass. 2000)).  

What the parties fail to sincerely acknowledge is that Courts in this District have
decided to forego the “touching base” test.  In Smithkline Beecham Corp. v. Apotex
Corp., Magistrate Judge Bobrick first recognized that the area of privilege law as it
relates to communications with foreign patent agents involving foreign patent activity
“appears to be a rather unsettled area of law, with district courts - there has been little
on the subject from appellate courts - taking several approaches to arrive at an answer.” 
193 F.R.D. 530, 535 (N.D. Ill. May 26, 2000).  Judge Bobrick determined that in this
District, “as a matter of comity, and as a functional approach to the problem, the trend is
for courts to look to the foreign nation’s law to determine the extent to which the
privilege may attach.”  Id. (citing Mendenhall v. Barber-Greene Co., 531 F. Supp. 951
(N.D. Ill.1982); Baxter Travenol Laboratories, Inc. v. Abbott Laboratories, No. 84 C
5103, 1987 WL 12919 (N.D. Ill. June 19, 1987); Advertising to Women, Inc. v. Gianni
Versace, No. 98 C 1553, 1999 WL 608711 (N.D. Ill. Aug. 4, 1999); McCook Metals
L.L.C. v. Alcoa Inc., 192 F.R.D. 242 (N.D. Ill. 2000).  Under this approach, courts first
examine “whether the foreign nation in question extends the privilege to its patent
agents.  Then, if such a privilege exists, the courts have moved on to assess the
specific capacity in which the agent was functioning with respect to a given document.” 
Smithkiline, 193. F.R.D. at 535.  Judge Bobrick acknowledged that other courts use the
“touching base” test, and “still others employ the Second Restatement of Conflict of
Laws as a guide.”  Smithkline, 193 F.R.D. at 535, n6.  Ultimately, however, it was the
comity-functionalism approach that guided Judge Bobrick’s analysis.  And, in overruling
defendant’s objections to Magistrate Judge Bobrick’s order, Judge Kocoras concluded
that the comity-functionalism approach, as opposed to the “touching base” test, was the
proper approach in light of district precedent and otherwise.  See Smithkline Beecham
Corp. v. Apotex Corp., No. 98 C 3952, 2000 WL 1310668, at *3 (N.D. Ill. Sept. 13, 2000)
(“Indeed, we believe Judge Bobrick’s approach is the better one.”).  

Here, the parties did not provide, and we could not locate, a case in this District,
or the Seventh Circuit that applied the touching base test.  Thus, in light of Smithkline,
its antecedents, and its progeny, we decline the parties’ request to apply that test, and
instead proceed under the comity-functionalism approach.  Before doing so, we note
that we disagree with plaintiffs’ assertion that “most, if not all” of the documents relate to
the prosecution of U.S. patents.  Interestingly, plaintiffs appear to take the position that
because some of the documents (that on their face relate to foreign patent activity,
albeit in the same family of patents) were maintained in a file related to the prosecution
of a U.S. patent, those documents should be reviewed under U.S. privilege law.  We
note that some of the documents are undated, and others have unknown recipients. 
Having reviewed the documents in camera, we, like defendant, view most of the
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documents as relating primarily to communications between plaintiffs’ employees and
foreign patent agents regarding foreign patent activity.1  As such, we turn to whether
Sweden extends the attorney-client privilege to its patent attorneys.  This too is a point
of contention between the parties, both having provided a number of conflicting
affidavits on the topic.  We note that “the burden is on the party asserting the privilege to
provide the court with the applicable foreign law, and demonstrate that the privilege
applies to the documents it seeks to exclude from discovery.”  Smithkline, 193 F.R.D. at
535. 

Generally, under Swedish law, members of the Swedish Bar Association (“SBA”)
who bear the title “Advokat” are prohibited from testifying or producing documents about
matters learned in the course of the attorney’s duties representing a client.  (Landen
Decl. ¶¶ 7-8.)  Membership in the SBA is limited to those who serve as outside counsel;
in-house counsel and patent attorneys are not allowed membership in the SBA, do not
bear the title “Advokat,” and are thus not protected by the general attorney-client
privilege in Sweden.  (Id. ¶ 10.)  

In 2010, Sweden enacted the “Act on Authorization of Patent Attorneys” (the
“Act”) extending the attorney-client privilege to “authorized” patent attorneys and their
assistants.  (Landen Decl. ¶ 12.)  The Swedish Patent Attorneys Board (the “Board”)
manages the authorization of patent attorneys.  (Id. ¶ 13.)  To be authorized under the
Act, the applicant must (1) not be a minor, have entered into bankruptcy or be subject to
any trade prohibition; (2) not have been appointed a guardian in accordance with
Chapter 11, section 7 of the Parental Code; (3) possess appropriate degrees and
professional experience; (4) have passed the authorization test; (5) be working as a
patent attorney; and (6) be of good repute and otherwise suited for work as a patent
attorney.  (Borgenhall & Karlstron Decl. at Ex 1.)  The Board does not grant
authorization based solely on obtaining the authorization of another patent board, such
as the European Patent Office.  (Landen Decl. ¶ 15.)  Authorization under the Act is
voluntary and is not required to practice before the Swedish Patent Office or in a
Swedish Court.  (Id. ¶ 17.)  

The Act also includes a “grandfather clause” that provides: 

A person who at the time of entry into force has conducted professional activities
in Sweden for not less than five years which primarily consisted of representation
of patent law matters and who, at the date of the entry into force, is registered on
the European Patent Office’s list of authorised attorneys, or is a private member
of the Swedish Intellectual Property Attorney Association, may be granted
authorization notwithstanding that the requirements set forth in section 4, first

1 In the same vein, had we applied the “touching base” test, few of the documents would have had
more than an incidental connection with the U.S.  See AstraZeneca, 2011 WL 1421800, at *5
(“Accordingly, the Court concludes that the fact that these communications relate to two foreign
applications that later served as the basis for a claim of priority for a U.S. patent is merely an ‘incidental
connection’ between the communications and the United States and thus these communications do not
‘touch base’ with the United States.”) 
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paragraph, subsections 3 [possession of appropriate degrees and professional
experience] and 4 [passing the test] are not fulfilled.  However, this shall only
apply where the application for authorisation is submitted to the Swedish Patent
Attorneys Board prior to 1 September 2011.  

(Borgenhall & Karlstrom Decl. at Ex. 1.)  The preparatory language from the Act
(comparable to our legislative history) further states that the Act applies to “what has
occurred before the Act entered into force if the testimony takes place after the Act
entered into force.”  (Borgenhall Decl. ¶ 21.)  

Here, it is undisputed that none of the individuals listed on plaintiffs’ June 2, 2014
privilege log are or ever have been “authorized” under the Act, presumably because
they retired before its enactment.  As a result, defendant Hengst argues that none of
their past communications are protected by the attorney-client privilege under Swedish
law.  Citing to the preparatory works of the Act and the grandfather clause, plaintiffs
argue that because the attorneys, in particular Mr. Igemar Clivermo, could have been
authorized under the Act under the grandfather clause, his communications and those
of his associates are privileged.  We disagree.  

The language of the Act simply does not support plaintiffs’ view.  The
“grandfather clause” did indeed allow attorneys to qualify for authorization without
satisfying requirements (3) and (4) of the Act.  However, to benefit from this waiver
under the Act, the applicant was required to apply for authorization by September 1,
2011.  Thus, in our view, the “grandfather clause” does not serve to provide a blanket
protection of all communications from the beginning of time made by patent attorneys
who could have been authorized under the Act, but appears to have been included to,
as defendant argues, avoid a shortage of authorized patent attorneys at the time of
enactment and shortly thereafter.  As for the preparatory language, though it does allow
for a retroactive application of the Act, that too would apply only to those individuals who
were in fact authorized.  And, it is of no moment that Alfa Laval now apparently employs
two authorized patent attorneys.  Plaintiffs have provided no authority that a new
attorneys’ subsequent authorization protects the communications of other non-
authorized attorneys from decades prior.

As for the documents in this first category that actually do appear to relate
directly to the U.S. patents, plaintiffs have also failed to satisfy their burden of showing
why those documents would be protected under U.S. privilege law.  Plaintiffs cite only to
In Re Spalding, 203 F.3d 800 (Fed. Cir. 2000) for the general proposition that an
invention record prepared and submitted primarily for the purpose of obtaining legal
advice on patentability is privileged.  Even under U.S. law, the scope of the attorney-
client privilege as it relates to patent attorneys is far from settled.  Unfortunately,
plaintiffs have not even touched the surface of those issues in their submissions. 
Similarly, plaintiffs have provided no analysis on the issue of the work product doctrine
and its application to any of the documents.  Nonetheless, having reviewed the
documents, we conclude that No. 18, which appears to be the invention record for the
‘896 patent, can be withheld as privileged.     
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Category 2: Patent Assignment and Licensing Agreement and Attachments 

As discussed above, plaintiffs have also redacted a small portion of the exclusive
Patent Assignment and License Agreement (the “Agreement”) between Alfa Laval and
Alfdex, and fully redacted the attachments thereto (Nos. 1-4.)  The parties quarrel over
the application of the common interest doctrine under U.S. law.  But, in our view,
although the Agreement relates to the licensing of U.S. patents, among others, the
attached communications primarily relate to foreign patent activity and there is no
indication that any U.S. attorneys were involved in those communications.  For the
same reasons as discussed above, we conclude that the attorney-client privilege does
not extend to those communications under Swedish law.  

Lastly, having not reviewed plaintiffs’ August 1 privilege log, we cannot extend
this ruling blindly to those documents or to all related deposition testimony as defendant
requests.  Of course, similar reasoning would apply to similar entries and related
deposition testimony, and the Court expects the parties to work amicably to resolve any
further disputes on this issue.  

Date: October 15, 2014 /s/ Michael T. Mason 
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